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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 21 , 37, 51 , 53, 55, 57 and 59 have 
been considered but are moot in view of the new ground(s) of rejection as indicated 
below. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 21 , 37, 51 , 53, 55 and 57 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. The specification fails to teach how the ink guiding feed 
would provide a sign of exhausting the ink fed without allowing outside air flowing in 
equalizing the negative pressure as the ink is being used. Without such teaching, the 
ink will not dispense and the sign of exhausting the ink fed will not occur. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. Claims 21 , 37, 51 , 53, 55, 57, 59 and 60 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over US 4,065,215 (herein Otsuka) in view of Takanashi et al. (as 
discuss in the previous office action, hereinafter Takanashi) and Madaus et al. (as 
discuss in the previous office action, hereinafter Madaus). 

The Otsuka reference discloses a writing instrument (Fig. 1) having an ink 
occlusion body (16) as claimed; a pent tip (24a) including a capillary material (34a,34b) 
disposed in a writing part; and an ink guiding feed defined by a hollow tubular body 
(see Fig. 3). Although the Otsuka reference is silent as to the material of the barrel 
being made out of transparent material, attention is directed to the Takanashi reference 
which discloses an analogous writing instrument, which further includes a barrel (12) 
and an ink guiding feed (18) made out of transparent material (see col. 8, lines 11-16) 
so as to check not only the residual ink quantity in the ink tank but also that in the 
collector (see col. 5, line 64 et seq.). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to make the barrel of Otsuka 
out of transparent material as, for example, taught by Takanashi in order to check not 
only the residual ink quantity in the ink tank but also that in the ink guiding feed area. 
In so doing, a sign of exhausting the ink fed from the ink occlusion body is inherently 
detected by visually observing the ink guiding feed via a visible part formed in the 
barrel. In regard to claim 51 , it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to make only a portion of the barrel visible as 
claimed in a way similar to the portion (10) in Fig. 4 of Madaus. In regard to claims 53, 
55 and 57, although the Otsuka reference is silent of the specific dimension of the ink 
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guiding feed having an ink passage, the specific surface tension of the ink, and the 
specific viscosity of the ink as claimed, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to obtain an ink guiding feed having 
an ink passage cross-sectional area in the specific range as claimed and an ink having 
the specific surface tension and viscosity as claimed, since it has been held that 
discovering an optimum value of a result effective variable involves only routine skill in 
the art. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Brunetti and Tefft disclose other writing instruments having 
hollow tubular ink guiding feed. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuan N. Nguyen whose telephone number is 571-272- 
4892. The examiner can normally be reached on Monday-Friday (10:00-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Huson can be reached on (571) 272-4887. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



TN 



/Tuan Nguyen/ 

Primary Examiner, Art Unit 3751 



